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— The MAILING DA TE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a repry be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) H Responsive to communication(s) filed on Mar 27, 2001 



2a) □ This action is FINAL. 2b) 63 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935.C.D. 11; 453 O.G. 213. 
Disposition of Claims 

4) |xl Claim (s) 25-77 . ; is/are pending in the application. 

4a) Of the above, claim(s) is/are withdrawn from consideration. 

5) □ Claim (s) ; ; is/are allowed. 

6) H Claim (s) 25-77 . i s /are rejected. 

7) □ Claim (s) is/are objected to. 

8) □ Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0)D The drawing(s) filed on is/are a) □ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a).. 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1. □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made,of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) J 

1) §3 Not 'c« of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) / 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) [}3 Information Disclosure Statemerrt(s) (PTO-1 449) Paper No(s). 2 6) Q Other: 
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Art Unit: 2173 



DETAILED ACTION 



J.r — 3 



^ \\\\ Specification /f^ 
, 



1 . Claims 25-27 are qbj ectbd"to because of the following informalities 



The examiner>equest that theWplicant, during JheSnormal review%nfl/or rewriting of the 



claims, take info\onsideration these edifonMfporrineinfsland make changes as?nlecessary. Claims 



25-27 shoulH^e depended on Claim 29. m ^ ;^«\ 

Double Patenting 



„ — -^vMtjte-x-atefffi 




2. Thf -nonstatutory double^ patentinj^rej^^ onjia judicially created-dbctrine 

grounded^ public policy (a policy^fl^4^t^lta1h^e) so a 3 s to prevent the unjuttrfied or 
improper timewise extension of the ']t®^^k-g]|^^!ted by a patent and to prevent possible 
harassmentb^multiple assigneks^0B0G^lS^^d 1046, 29 USPQ2aV2Q,10 (Fed. 

^^^^Q^^gil. 1985); /w re VanlsLum, 686 

^ r -^)^^^42tR2d}t38, 164USPQ6j9j(CCPA 

1970);and, Iff^Fhorington, 41j8^2^2'8, l^gjSPlQ^o^CCPA 1969). %J 

A timely^fired terminal disclaimer in compliance^with p CFR 1.321^inay be used to 
overcome an acmal^provisional .rejection bajsejl on a nonstatutory doublefpaitenting ground 
provided the confTteting>application^ commonly "dmied with this 



application. See 37 SER' 1.1 30(b). ^^gp*** A 

Effective January 1 ,4' ^94,-a registered attorney or agent of reetrd may sign a terminal 
disclaimer. A terminal disclaimer signed 5 by,the assignee-must fully comply with 37 
CFR 3.73(b). ^ // tfeU ^ 



3. Claims 25-77 are rejected under the judicially created doctrine of double patenting over 
claims 1-9 of U. S. Patent No. 6,222,531 since the claims, if allowed, would improperly extend 
the "right to exclude" already granted in the patent. 



0 



Application/Control Number: 09/8 1 7,44 1 Page 3 

Art Unit: 2173 



The subject matter claimed in the instant application is fully disclosed in the patent and is 



covered by the patent since the patent and the application are claiming common subject matter, as 
follows: A computerized contro^management system^ 

Furthermore, ther^is^no'apparent reason why applicanfwa^pvented from presenting 
claims corresponding ?© those of the instant applicationsduiing prosecutiorLo%he application 
which matured into a patent. See also MBEB«t804S$^ 



€3} 



4. 



^ €laim Rejedims^35-USG-§403 



obviousnesbrejections set forth 



The following is a quotation bf^^SJ^#^^hich 



A 



forms the basis for all 



5. 



inlnis 0ffice.,aclion: - 

(a) A patent;may not be obtamedlhpugh.the invention is noftdentiical.ly disclosed or described as set forth in 
section 102 oMiis title, if the (differences between the subjecf matter sought to be patenteUano! the prior art are 
such that the subject matter as awhole would haye been obvious at trie time the invention's made to a person 
having ordinary^skill in the art ttf which said su^eci^atter pertairisf Patentability shall not be negatived by the 
manner in which the-invention was irmdeTT CC'x/^ 

Claims 25-77 are rejected untler 3f5 l^CQt03(itlas being unpatentable over LaJoie et al. 
(US Patent No. 5,850,218) in view of Portuesi (US Patent No. 5,987,509). 

Regarding claim 29, Portuesi discloses a computer-readable medium for a computer 
having, an executable program stored thereon comprising: means for causing the computer to 
perform a particular functionality (see abstract and col. 4, lines 9-67); and, means for providing a 
plurality of controls for use with the particular functionality and displayable within a graphical 
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user interface (see col. 6, lines 3-42); however, Portuesi fails to explicitly teach the plurality of 
controls having a first configuration in which at least one of the controls is opaque, and a second. 



configuration in which at least onfeoS#*cpntr©1slb^ least-semi-transparent, such that 

ufevent switches the Dluralitv of - >' 

second configurations^ 



occurrence of a particula#venrswitches the plurality of controfs between the first and the 



LaJoi|te%hes the plurality of cc^ols^Aa^^ffirst configuration inwhibh at least one 
of the conh-gsi opaque, and a second. conigurSS^n which at least one of thleohtrols are at 
least semi-transparent, such th^oecur*ene^£*p^& the plurality of controls 

between^first and the second confi^ufa^s if (s ! e^o1^23, liribs 45-67 and figure4;4>It would 



have been obvious to one of an brdirii^sM?in^e&^Ig&e time the invention was made to 



provide ^plurality of controlsp^g3^teraguiffioi:»Vhich at least one.oflhe controls 



is opaque, arid^s'econd. configuratioipn whicft at leasSbne^pf the controls are'at least 
semi-transparent v such,that occurrence of a particular event switches the plurality of controls 

V/i) ^QX>^ 

between the first andthe second configurations. : as taught by LaJoie toWplaying active uniform 
network resource of Portuesrtn||^ej)o^rovide t a4ill service TV system capable of delivering 



advanced TV services such as channel navigator and an interactive program guide 



Regarding claims 25-28, LaJoie discloses wherein the particular event comprises 
selection of a particular display in conjunction with a user- controllable pointer within the 
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graphical user interface; and further comprising: a processor; and, a computer-readable medium, 



wherein the at least one computer program is executed from the computer-readable medium by 




system, comprising: computer coupled to a graphic display and having a user-controllable 



pointer; an application program operating on the computer; and a control element displayable on 
the display, wherein the application program is responsive to the control element, and further 
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wherein the control element has two or more sets of display characteristics, wherein a first set of 
display characteristics is substantially opaque and a second set of display characteristics is 



substantially non-opaque and whereift|he™set ofidispjay characteristics displayed is a function of 
the distance between the cpnlrol and the pointer" which read ofrt^oi#(see col. 26, lines 1-67 
and figures 16-19). 1 ^ 

Regarding^ claims 47-49, LaJoie disclc^es^hlrein the application pro-am is responsive 
to a plurality Bficontrols wherein each control-is>a member of at least one group of^cqntrols and 
all controls in a group are operative at ^ execution of the program and 



are displayed using a first set of di splay characteristicsffeee coll 2 1 , lines 1 5-67). 

Claim 50 differs from claims 29, 38 control management 

system, comprising: a computer coaled ^ a user-controllabjepointer; an 



'1 



application program executable 

control element is defined by boundaries of the control" whicti read on LaJoiefsee col. 23-24, 



on the computer; a control element on the display, wherein the 



lines 1-67). ^ , : . 



As claims 51-64 are analyzed as previously discussedVith respected to claims 27-32 and 
45-50 above. 

Regarding claims 65, Portuesi discloses a method for controlling a computer, the 
computer having a display and operating at least one application program responsive to a 
user-controlled pointer and responsive to actuation of at least one control selected from at least 
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one set of controls, wherein at least one control has at least two modes of display wherein each 



mode includes a. set of display characteristics, and each control has boundaries and a position, 




document. 

Hand-delivered responses should be brought to Crystal Park n, 2121 Crystal Drive, 
Arlington, VA. Sixth Floor (Receptionist). 
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